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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a ceply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^] Claim(s) 1 and 28-46 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1 and 28-46 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 3672 

DETAILED ACTION 



The Preliminary Amendment filed 22 March 2004 has been entered and considered in the 
Office Action presented below. 

Priority 

1. It is noted that this application appears to claim subject matter disclosed in prior 
Application No. 09/970,353, filed 03 October 2001. A reference to the prior application must be 
inserted as the first sentence of the specification of this application or in an application data sheet 
(37 CFR 1.76), if applicant intends to rely on the filing date of the prior application under 35 
U.S.C. 1 19(e) or 120. See 37 CFR 1.78(a). For benefit claims under 35 U.S.C. 120, the 
reference must include the relationship (i.e., continuation, divisional, or continuation-in-part) of 
all nonpro visional applications. Also, the current status of all nonprovisional parent applications 
referenced should be included. 

If the application is a utility or plant application filed under 35 U.S.C. 1 1 1(a) on or after 
November 29, 2000, the specific reference to the prior application must be submitted during the 
pendency of the application and within the later of four months from the actual filing date of the 
application or sixteen months from the filing date of the prior application. If the application is a 
utility or plant application which entered the national stage from an international application 
filed on or after November 29, 2000, after compliance with 35 U.S.C. 371, the specific reference 
must be submitted during the pendency of the application and within the later of four months 
from the date on which the national stage commenced under 35 U.S.C. 371(b) or (f) or sixteen 
months from the filing date of the prior application. See 37 CFR 1.78(a)(2)(h) and (a)(5)(ii). 
This time period is not extendable and a failure to submit the reference required by 35 U.S.C. 
1 19(e) and/or 120, where applicable, within this time period is considered a waiver of any 
benefit of such prior application(s) under 35 U.S.C. 1 19(e), 120, 121 and 365(c). A priority 
claim filed after the required time period may be accepted if it is accompanied by a grantable 
petition to accept an unintentionally delayed claim for priority under 35 U.S.C. 1 19(e), 120, 121 
and 365(c). The petition must be accompanied by (1) the reference required by 35 U.S.C. 120 or 
1 19(e) and 37 CFR 1.78(a)(2) or (a)(5) to the prior application (unless previously submitted), (2) 
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a surcharge under 37 CFR 1.1 7(t), and (3) a statement that the entire delay between the date the 
claim was due under 37 CFR 1.78(a)(2) or (a)(5) and the date the claim was filed was 
unintentional. The Director may require additional information where there is a question 
whether the delay was unintentional. The petition should be addressed to: Mail Stop Petition, 
Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450. 

Specification 

2. The abstract of the disclosure is objected to because the abstract includes the implied 
phrase "The present invention provides". Correction is required. See MPEP § 608.01(b). 

3. Applicant is reminded of the proper language and format for an abstract of the disclosure. 
The abstract should be in narrative form and generally limited to a single paragraph on a 

separate sheet within the range of 50 to 150 words. It is important that the abstract not exceed 
150 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

Claim Objections 

4. The numbering of claims is not in accordance with 37 CFR 1.126 which requires the 
original numbering of the claims to be preserved throughout the prosecution. When claims are 
canceled, the remaining claims must not be renumbered. When new claims are presented, they 
must be numbered consecutively beginning with the number next following the highest 
numbered claims previously presented (whether entered or not). 

Misnumbered claim 32 has been renumbered claim 3 1 . 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1, 28-31, 33-41, and 44-46 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Feitzelmayer (US 4,976,796; hereafter referred to as Feitz). 

Regarding claim 1: Feitz discloses an assembly for sealingly attaching a first and 
second segment of a control line having a communication line therein. The assembly 
includes the following features: 

> At least one weld coupling 18, 19, 25, 26. 

> At least one thermal insulator 24' that is located between the 
communication line 26, 27, 28, 29 (Figure 3). 

Regarding claim 28: Feitz discloses an apparatus that includes the following 
features: 

> A weld coupling 25, 26 adapted to weld an outer housing 20 of a first 
cable segment 26, 27 to a second cable segment 28, 29. 

> A thermal insulator 24' adapted to prevent thermal damage to a 
communication line of the first cable segment when the weld coupling 
is welded to the outer housing. It has been held that the recitation that an 
element is "adapted to" perform a function is not a positive limitation but only 
requires the ability to so perform. It does not constitute a limitation in any 
patentable sense. In re Hutchison, 69 USPQ 138. 

Regarding claim 29: The thermal insulator indirectly contacts the outer housing 
and contacts the communication line (Figure 3). 

Regarding claim 30: The apparatus further includes an insulating material 24 that 
is separate from the thermal insulator and is located between the outer housing and the 
communication line to protect the communication line. The insulating material is 
displaced by the thermal insulator near the weld coupling thus preventing thermal 
damage to the insulating material when the weld coupling is welded to the outer housing. 
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Regarding claim 31: The insulating material indirectly contacts the outer housing 
and contacts the communication line and thermal insulator indirectly contacts the outer 
housing and contacts the communication line (Figure 3). 

Regarding claim 33: The insulating material transverses an axial length of the 
first cable segment except where the insulating material is displaced by the thermal 
insulator (Figure 3). 

Regarding claim 34: The thermal insulator would be adapted to prevent melting 
or outgasing of the insulating material. 

Regarding claim 35: The thermal insulator is located closer to the weld than the 
insulating material. 

Regarding claim 36: The weld coupling includes a sleeve 23 that is approximately 
centered where the communication line contacts another communication line of the 
second cable segment. 

Regarding claim 37: The apparatus includes another thermal insulator (the second 
half of 24') separate from the first that is adapted to prevent thermal damage to a 
communication line of the second cable segment. 

Regarding claim 38: Feitz discloses a method that involves the following steps: 

> Providing a weld coupling 25, 26 adapted to be welded to a first cable 
segment 26, 27 to a second cable segment 28, 29. 

> Preventing thermal damage to a communication line of the first cable 
segment when the weld coupling is welded to the first cable segment. 

Regarding claim 39: The step of preventing involves providing a thermal 
insulator 24' between an outer housing 20 of the first cable segment and the 
communication line. 

Regarding claim 40: The thermal insulator indirectly contacts the outer housing 
and contacts the communication line (Figure 3). 

Regarding claim 41: The outer housing is adapted to be welded to the weld 
coupling. 



Application/Control Number: 10/805,897 
Art Unit: 3672 



Page 6 



Regarding claim 44: The method further involves prevent thermal damage to the 
communication line during the formation of a metal weld between the weld coupling and 
the outer housing of the first cable segment. 

Regarding claims 45 and 46: The method further involves preventing thermal 
damage to a communication line of the second cable segment when the weld coupling is 
welded to the second cable segment using a thermal insulator (the second half of 24') 
from that that protects the communication line of the first cable segment. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 32, 42, and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Feitzelmayer (US 4,976,796) in view of Bahder et al. (US 3,846,578). 

Regarding claims 32 and 42: Feitz discloses all of the limitations of the above 
claims except for the insulating material being a polymeric material. 

Bahder et al. discloses a splice similar to that of Feitz. Bahder et al. further 
teaches two insulating materials 8, 9 and 15, separate from one another, that are both 
made of a polymeric material. 

It would have been considered obvious to one of ordinary skill in the art, at the 
time the invention was made, to have modified Feitz such that the insulating material was 
made of a polymeric material as taught by Bahder et al. in order to have provided an 
effective splice (2:62-3:5). Such an insulating material would have created a more 
versatile splice that could be built to whatever specifications were required (1 :65-2:2). 

Regarding claims 42 and 43: The insulating material of Feitz is displaced near the 
weld coupling by the thermal insulator thus preventing thermal damage to the polymeric 
material. 
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Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

The remaining references made of record disclose various communication lines 

splices. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennifer H Gay whose telephone number is (703) 308-2881 . The 
examiner can normally be reached on Monday-Thursday, 6:30-4:00 and Friday, 6:30-1:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on (703) 308-2151. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866^21 7-9 L9X(toll,-free). 




jennifer^Gay 
Patent Examiner 
Art Unit 3672 




